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E.) REMARKS 

This amended Response is filed in response to the Office Action dated April 4, 2006, in 
which the Examiner indicated that the Response dated January 24, 2006 was non-responsive to 
the Office Action dated November 1, 2005. 

Upon entry of this Response, claims 1-10 will be pending in the Application. 

In the Office Action dated November 1, 2005, the Examiner withdrew fi-om consideration 
claims 11-19; rejected claims 1-10 under 35 U.S.C. 1 12, second paragraph, as being indefinite; 
rejected claims 1, 2 and 4-10 under 35 U.S.C. § 103(a) as being unpatentable over Ivkovich, Jr et 
al. (U.S. Patent No. 6,165,600); and rejected claims 1-10 under 35 U.S.C. § 103(a) as being 
unpatentable over Sangeeta et al. (U.S. Patent No. 5,985,368). 

In the Office Action dated April 4, 2006, the Examiner stated 

1. The amendment filed on 1/24/06 canceling all claims drawn to the elected invention and 
presenting only claims drawn to a non-elected invention is non-responsive (MPEP § 821.03). The 
remaining claims are not readable on the elected invention because inventions of claim 1 as now 

amended and claim 1 as originally examined are related as mutually exclusive species in an 
inteimcdialc-final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product, and the species are patentably 
distinct (MPEP § 8()6.06(j)). In the instant case, the intermediate product is deemed to be useful 
as a coating composition for engines or metal substotes or as a molding composition and the 
inventions are deemed patentably distinct because there is nothing on this record to show them to 
be obvious variants. 

The specification, for instance pages 9 and 10, clearly indicate that the composition, once 
formed into a ceramic composite stiffener, is different fi-om the composition itself If nothing else, 
the composition once formed into a ceramic composite stiffener is ceramic while the composition 
of original claim 1 was not. 

2. Since the above-mentioned amendment appears to be a bona fide attempt to reply, 
applicant is given a TIME PERIOD OF ONE (1) MONTH or THIRTY (30) DAYS, whichever is 
longer, from the mailing date of this notice within which to supply the omission or correction in 
order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD UNDER 37 CRF 1.136(a) 
ARE AVAILABLE. 



In response thereto. Applicant has amended claim 1 in a manner that is believed to place 
this amended Response in a condition deemed responsive by the Examiner. 
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Rejection under 35 U.S.C. 103 

A. Ivkovich (U.S. Patent No. 6,165,600) 

The Examiner rejected 1, 2 and 4-10 under 35 U.S.C. § 103(a) as being unpatentable over 
Ivkovich, Jr et al. (U.S. Patent No. 6,165,600), hereafter referred to as "Ivkovich." 
Specifically, the Examiner stated that 

Ivkovich teaches a ceramic coating. Particular attention is directed towards Table 1. Note that AM, 
SMS and AI6SG are alumina ceramic fillers (see colimm 4, lines 41 and on). 5R355 is a silicone 
binder that does not cure and forms silica (see column 5, lines 50 and on). This composition also 
contains an organic plasticizer. Note that the range of each component embraces the claimed 
weight ranges. It has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the art (i.e. 
does not require undue experimentation). 

In view of the fact that the claimed ranges are embraced by the teachings in Ivkovich, the skilled 
artisan would have found such a composition to have been within routine experimentation and/or 
optimization. Note that the language "for use in a. . ." is a fixture intended use limitation that does 
not add patentability to the composition itself 

For claim 10, see line 44 of column 9. 

Applicants respectftiUy traverse the rejection of claims 1, 2 and 4-10 under 35 U.S.C. § 

103(a). 

As understood, Ivkovich teaches a method of forming a multilayer ceramic coating 
system on a substrate using a tape that contains ceramic particles dispersed in an organic 
constituent, such as a binder and/or plasticizer. 

In contrast, independent claim 1, as amended, recites a composition for use in a ceramic 
composite stiflfener including a web portion, at least one flange portion, a radius region disposed 
between the web portion and the at least one flange portion, a skin member that is secured to the 
at least one flange portion and the radius region, the composition being applied along the radius 
region adjacent the skin member, the composition comprising: about 55 % to 72 % by weight 
ceramic particles; about 1 % to 3 % by weight plasticizers; and about 20 % to 26% by weight 
silica-yielding liquids; and sufficient solvent to permit mixing of the components and forming a 
pliable composition, wherein the composition conforms to and substantially fills a void between 
the radius region and the skin member , (emphasis added) 
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Several of the features recited by Applicant in independent claim 1 are not taught or 
suggested by Ivkovich. For example, Ivkovich does not teach or suggest forming a pliable 
composition that conforms to and substantially fills a void between the radius region and the skin 
member of a ceramic composite stiffener as recited by Applicant in independent claim 1 . 

Applicant submits that dependent claims 2 and 4-10 are distinguishable from Ivkovich for 
at least the following reasons. To begin, dependent claims 2 and 4-10 are believed to be 
distinguishable from Ivokovich as depending from what is believed to be allowable independent 
claim 1 as discussed above. 

Therefore, in view of the above, dependent claims 2 and 4-10 are believed to be 
distinguishable from Ivkovich and therefore are not anticipated nor rendered obvious by 
Ivkovich. In addition, claims 2 and 4-10 recite further limitations that distinguish over the 
applied art. In conclusion, it is respectfiilly submitted that claims 1, 2 and 4-10 are not 
anticipated nor rendered obvious by Ivkovich and are therefore allowable. 

B. Sangeeta (U.S. Patent No. 5,985,368) 

The Examiner rejected 1-10 under 35 U.S.C. § 103(a) as being unpatentable over 

Sangeeta et al. (U.S. Patent No. 5,985,368), hereafter referred to as "Sangeeta." 

Specifically, the Examiner stated that 

Sangeeta et al. teach a coating composition of a slurry containing spheres in a porous 
oxide matrix such as silicate or aluminosilicate. See for instance column 4, lines 1 0 and on, which 
teach zirconia spheres having a particle size of up to 400 microns. Such a particle size falls within 
the range of instant claim 3. The porous oxide matrix can be a silicate matrix or an aluminosilicate 
matrix prepared from a silicone resin. See for instance column 5, lines 25 to 42. Column 6, lines 
40 and on, teach the addition of a solvent as a liquid carrier, including ethanol. Column 7, lines to 
30, teaches the addition of plasticizers in an amount of .19 to 2 wt%. 

On one hand, note claim 6, step (III) in Sangeeta et al. This teaches a slurry composition 
having from 25 to about 99 wt% zirconia. If the porous oxide is matrix is silica, the remaining 
composition will be the silicone resin. This overlaps with the claimed amount of ceramic particles 
and silica yielding liquids such that one having ordinary skill in the art would have found the 
claimed range to have been within routine experimentation and/or optimization of tiie teachings of 
Sangeeta et al. This, combined with teaching that plasticizers can be added in an amoimt of 2 wt%, 
renders obvious the instant claims. 

On the other hand, note Example 1, starting on column 12, line 45, and note that a slurry 
A is prepared that contains alumina but no zirconia spheres. In this composition 7 grams silicone 
resin and 22.5 grams alumina is added. This corresponds to a composition having 21 wt% silicone 
resin and 67.5 wt% alumina, falling within the claimed range. Since Sangeeta et al. suggest the 
addition of 21 wt% plasticizer, one having ordinary skill in the art would have found the addition 
of such a component to this slurry to have been obvious, thereby rendering obvious the instant 
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For claim 4, though Sangeeta et al. do not specifically teach an organic plasticizer, the 
Examiner notes that these are the most commonly used type of plasticizers in ceramic forming 
compositions and the skilled artisan would have immediately envisioned the selection of organic 
plasticizers for the composition in Sangeeta et al. (note too that one must select organic 
plasticizers from the limited selection of organic or inorganic and such a limited selection is 
sufficiently small to render obvious this claim limitation). 

For claim 6, the Examiner notes that the bottom of column 6 through column 7 teaches an 
amount of solvent greater than that claimed, but patentees disclose that the level may be adjusted 
depending upon use and that it is bet to keep the amount of solvent to a minimum. As such the 
skilled artisan would have been motivated to use as little solvent as necessary, rendering obvious a 
composition having as little as, for instance, 10 wt% solvent. 

Applicants respectfully traverse the rejection of claims 1-10 under 35 U.S.C. § 103(a). 

As understood, Sangeeta teaches a thermal barrier coating that is a slurry composition. 
The coating methods involve the apphcation of successive layers of variations of slurry 
compositions. 

In contrast, independent claim 1, as amended, recites a composition for use in a ceramic 
composite stiffener including a web portion, at least one flange portion, a radius region disposed 
between the web portion and the at least one flange portion, a skin member that is secured to the 
at least one flange portion and the radius region, the composition being applied along the radius 
region adjacent the skin member, the composition comprising: about 55 % to 72 % by weight 
ceramic particles; about 1 % to 3 % by weight plasticizers; and about 20 % to 26% by weight 
silica-yielding liquids; and sufficient solvent to permit mixing of the components and forming a 
pliable composition, wherein the composition conforms to and substantially fills a void between 
the radius region and the skin member , (emphasis added) 

Several of the features recited by Applicant in independent claim 1 are not taught or 
suggested by Sangeeta. For example, Sangeeta does not teach or suggest forming a pliable 
composition that conforms to and substantially fills a void between the radius region and the skin 
member of a ceramic composite stiffener as recited by Applicant in independent claim 1 . 

Applicant submits that dependent claims 2-10 are distinguishable from Ivkovich for at 
least the following reasons. To begin, dependent claims 2-10 are believed to be distinguishable 
from Sangeeta as depending from what is believed to be allowable independent claim 1 as 
discussed above. 
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Therefore, in view of the above, dependent claims 2-10 are believed to be distinguishable 
from Sangeeta and therefore are not anticipated nor rendered obvious by Sangeeta. In addition, 
claims 2-10 recite further limitations that distinguish over the applied art. In conclusion, it is 
respectfully submitted that claims 1-10 are not anticipated nor rendered obvious by Sangeeta and 
are therefore allowable. 
Rejection under 35 U.S.C. 112 

The Examiner rejected claims 1-10 under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter applicant 
regards as the invention. 

Applicant respectfully traverses the rejection of claims 1-10 under 35 U.S.C. 1 12, second 
paragraph. 

The Examiner stated: 

For claim 1, the recitation of a percentage without indicating the type of percent-age is indefinite. 
For instance, this could refer to weight percent or volume percent. Without indicating the type of 

percent, the metes and bounds of this claim are indefinite. 
For claim 2, CMC is not defined. 

For claims 6, 9 and 10, reference to "evaporable solvent" lacks antecedent basis. 

In response thereto. Applicant has amended claims 1, 2, 6, 9 and 10 in a manner that is 
believed to overcome the Examiner's rejection. 

Therefore, in view of the above, Applicant submits that claims 1-10 are not indefinite and 
comply with the provisions of 35 U.S.C. 112, second paragraph, and therefore are allowable. 

CONCLUSION 

In view of the above. Applicant respectfully requests reconsideration of the Application 
and withdrawal of the outstanding objections and rejections. As a result of the amendments and 
remarks presented herein. Applicant respectfully submits that claims 1-10 are not anticipated by 
nor rendered obvious by Ivkovich or Sangeeta or their combination and thus, are in condition for 
allowance. As the claims are not anticipated by nor rendered obvious in view of the applied art, 
Applicant requests allowance of claims 1-10 in a timely manner. If the Examiner believes that 
prosecution of this Application could be expedited by a telephone conference, the Examiner is 
encouraged to contact the Applicant. 
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The Commissioner is hereby authorized to charge any additional fees and credit any 
overpayments to Deposit Account No. 50-1059. 



Respectfully submitted, 

McNEES, WALLACE & NURICK 



By /K. Scott O'Brian/ 
K. Scott O'Brian 
Reg. No. 42,946 
100 Pine Street, P.O. Box 1166 
Harrisburg, PA 17108-1166 
Dated: April 13, 2006 Tel: (717) 237-5258 

Fax: (717) 237-5300 
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